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DETAILED ACTION 

Election/Restrictions 

Claims 13-17 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to nonelected inventions, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 5/28/08. Claims 1-12 are currently 
pending. 

Claim Objections 

Claims 2, 3, 4 and 8 are objected to because of the following informalities: "10.000" is 
incorrect and should be changed to -10,000--. Appropriate correction is requested. 

Claim 4 is objected to because of the following informalities: "Methoxy or Ethoxy" is 
incorrect and should be changed to —methoxy or ethoxy--. Appropriate correction is requested. 

Claim 10 is objected to because "weight" is misspelled. Appropriate correction is 
requested. 

Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 8 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 8 recites the limitation "formula II, III, Ilia, Illb, IV, V, Va, Vb, VI, VII, Vila 
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or Vllb" in lines 2 and 3. There is insufficient antecedent basis for this limitation in the claim. 
Claim 8 does not depend from claims 2, 3 or 4, which include such formulae. Appropriate 
correction is required. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 5-7 and 9-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bublewitz et al. (US 2002/0147275). 

Claim 1 : Bublewitz et al. teaches a curable composition comprising (a) a polysiloxane 
having at least two vinyl groups (paragraphs 0087 and 0181), (b) an 
organohydrogenpolysiloxanc (abstract), (c) at least one alkylsiloxane having at least one 
carbinol, carboxy or amino group (paragraphs 0082-0086), (d) a condensation curing catalyst 
(abstract), and (e) a hydrosilation catalyst (abstract) which can be platinum, palladium and 
rhodium (paragraph 0093). More specifically, Bublewitz et al. teaches that component (c) is a 
compound having at least one alkynyl group and/or at least one Si-OH structural unit. 
Bublewitz et al. therefore does not require the presence of any Si-OH structural units. Further, 
the compounds having at least one alkynyl group are shown in paragraph 0083 (top structure on 
page 4). R 3 and R 4 are taught to be monovalent groups, including alkyl groups (paragraph 0074). 
R 1 is taught to be monovalent groups, such as alkyl, hydroxyl, and acyl (paragraph 0072) and R 5 
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can be alkylhydroxyl (carbinol), aminoalkyl and carboxyalkyl, amongst others (paragraph 
0086). 

Claim 5: Bublewitz et al. further teaches one or more adjuvants (paragraphs 0049-0058). 

Claims 6, 7, 9 and 10: Bublewitz et al. further teaches a composition having ingredients 
(a) through (f) in the amounts as required by instant claim 6 (example 4, paragraphs 0180-0184). 
Specifically, part (A) of the two-part composition consists of 78 parts of adjuvants (67 parts 
silica, 1 part of silicic acid, 2 parts of sieves and 8 parts of mineral oil), 21 parts of a 
polysiloxane having two vinyl groups, 0.5 parts of a condensation curing catalyst, 0.5 parts of a 
platinum catalyst [100 parts total in part (A)]. Part (B) of the two-part composition consists of 
78 parts of adjuvants (67 parts silica, 1 part of silicic acid, 2 parts of sieves and 8 parts of mineral 
oil), 5 parts of an organohydrogcnpolysiloxane, 7 parts of a polysiloxane having two vinyl 
groups, and 10 parts of a compound having an Si-OH group. Bublewitz et al. teaches that at 
least one compound having an alkynyl group can be used in place of the Si-OH group [100 parts 
total in part (B)]. Therefore, according to Bublewitz et al., there can be 10 parts of a compound 
having an alkynyl group, such as those taught in paragraphs 0082-0086. Part (A) and part (B) 
together have 200 parts. Fifty parts of part (a) are mixed with 50 parts of part (b). In total there 
is 14 parts/weight % of component (a) (28/200), 2.5 parts/weight % of component (b) (5/200), 5 
parts/weight % of component (c) (10/200), 0.25 parts/weight % of component (d) (0.5/200), and 
0.25 parts/weight % of component (e) (0.5/200). Bublewitz et al. teaches that part (A) comprises 
components (a), (b) and (c) and part (B) comprises components (d) and (e) as required by instant 
claim 7. 
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Claim 1 1 : Bublewitz et al. further teaches that the additional ingredients/adjuvants may 
be inert carrier materials, inhibitors and fillers (paragraphs 0053-0057). 

Claim 12: Bublewitz et al. further teaches mixing components (a) through (e) of instant 
claim 12 as evidenced by example 4 (paragraphs 0180-0184). 

Claims 1, 2, 5, 11 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gray et al. (US Pat. 5,595,826) and cited on a previous PTO-892 form. 

Claims 1 and 2: Gray et al. teaches a curable organopolysiloxane composition comprising 
(a) 10 parts of an organopolysiloxane having at least two alkenyl groups (2:26-29), (b) an 
organohydrogenpolysiloxane (2:30-32), (c) a platinum addition catalyst (2:33-34), (d) a 
compound such as those taught in formula (13) of Gray et al. and (e) a condensation curing 
catalyst (2:41-43). The compounds represented by formula (13) are alkylsiloxanes which may 
have a carbinol group. Further, when R 6 of formula (13) is an alkyl group and R 5 is a vinyl 
group and R 7 is a carbinol functional aliphatic or aromatic radical, Gray et al. satisfies the 
structural limitations of formula (Ilia) of instant claim 2. 

Claims 5 and 1 1 : Gray et al. further teaches that fillers may be added to the composition 
(7:3-11). 

Claim 12: Gray et al. teaches that the components of the composition are mixed together, 
thus preparing the composition (7:20-30). 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 2-4 and 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Bublewitz et al. (US 2002/0147275). 

Claim 2: Bublewitz et al. teaches the composition of instant claim 1, as described above. 
Bublewitz et al. further teaches that the compound having an alkynyl group, such as the one 
shown on the top left of page 4 serves as component (c) of the instant claims. Bublewitz et al. 
teaches that R 1 , R 3 , and R 4 can be alkyl groups, such as methyl and further teaches that R 5 is an 
alkylhydroxyl group (paragraph 0086). When this is the case, the resulting polysiloxane 
anticipates or renders obvious the structural limitations of formula (II) of instant claim 2 (b = d = 
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e = 0 and c = 1). The CCH (ethynyl) group attached at the polysiloxane terminus satisfies the 
limitation of Y of instant claim 1 . Subscript "a" of instant claim 2 (which can be from 1 to 
10,000) is equivalent to subscript "n" of Bublewitz et al. (which can be from 0 to 6,000). There 
is significant overlap in the values of "n" as taught by Bublewitz et al. and "a" as in instant claim 

2. Bublewitz et al. only defines alkylhydroxyl group in a generic sense, (i.e., no mention of alkyl 
group chain lengths are taught). Nevertheless, the most obvious choice to a person having 
ordinary skill in the art for an alkylhydroxyl group would be one wherein the alkyl chain length 
does not exceed a few carbons in length, and certainly not exceeding 10 carbons in length. 

Claim 3 : Bublewitz et al. teaches the composition of instant claim 1 , as described above. 
Bublewitz et al. further teaches that the compound having an alkynyl group, such as the one 
shown on the top left of page 4 serves as component (c) of the instant claims. Bublewitz et al. 
teaches that R 1 , R 3 , and R 4 can be alkyl groups, such as methyl and further teaches that R 5 is a 
carboxyalkyl group (paragraph 0086). When this is the case, the resulting polysiloxane 
anticipates or renders obvious the structural limitations of formula (IV) of instant claim 3 (b = d 
= e = 0 and c = 1). The CCH (ethynyl) group attached at the polysiloxane terminus satisfies the 
limitation of Y of instant claim 1 . Subscript "a" of instant claim 2 (which can be from 1 to 
10,000) is equivalent to subscript "n" of Bublewitz et al. (which can be from 0 to 6,000). There 
is significant overlap in the values of "n" as taught by Bublewitz et al. and "a" as in instant claim 

3. Bublewitz et al. only defines carboxyalkyl group in a generic sense, (i.e., no mention of alkyl 
group chain lengths are taught). Nevertheless, the most obvious choice to a person having 
ordinary skill in the art for an carboxyalkyl group would be one wherein the alkyl chain length 
does not exceed a few carbons in length, and certainly not exceeding 10 carbons in length. 
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Claim 4: Bublewitz et al. teaches the composition of instant claim 1, as described above. 
Bublewitz et al. further teaches that the compound having an alkynyl group, such as the one 
shown on the top left of page 4 serves as component (c) of the instant claims. Bublewitz et al. 
teaches that R 1 , R 3 , and R 4 can be alkyl groups, such as methyl and further teaches that R 5 is an 
aminoalkyl group (paragraph 0086). When this is the case, the resulting polysiloxane anticipates 
or renders obvious the structural limitations of formula (VI) of instant claim 4(b = d = e = 0 and 
c = 1). The CCH (ethynyl) group attached at the polysiloxane terminus satisfies the limitation of 
Y of instant claim 1. Subscript "a" of instant claim 2 (which can be from 1 to 10,000) is 
equivalent to subscript "n" of Bublewitz et al. (which can be from 0 to 6,000). There is 
significant overlap in the values of "n" as taught by Bublewitz et al. and "a" as in instant claim 4. 
Bublewitz et al. only defines aminoalkyl group in a generic sense, (i.e., no mention of alkyl 
group chain lengths are taught). Nevertheless, the most obvious choice to a person having 
ordinary skill in the art for an aminoalkyl group would be one wherein the alkyl chain length 
does not exceed a few carbons in length, and certainly not exceeding 10 carbons in length. 

Claim 8: Bublewitz et al. further teaches that component (c) of instant claim 7 may be 
compounds containing an alkynyl group such as those taught in paragraphs 0082-0086 and can 
include those having alkylhydroxyl, carboxyalkyl and aminoalkyl functionality. The structures 
of formula (II), (IV) and (VI) of instant claims 2-4, as described above. 

Relevant Art Cited 

The prior art made of record and not relied upon but is considered pertinent to applicants 
disclosure can be found on the attached PTO-892 form. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Loewe whose telephone number is (571) 270-3298. The 
examiner can normally be reached on Monday through Friday from 5:30 AM to 3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. L./ 

Examiner, Art Unit 1796 
4-Jun-08 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



